TRADEMARK LICENSE AGREEMENT

THIS TRADEMARK LICENSE AGREEMENT (“Agreement”) is made as of the _____ day of ________________, 2015 by and between Virginia Museum of Transportation, Inc., (the “Licensor”) and _____________________________ (the “Licensee”).

WHEREAS, Licensee wishes to obtain a nonexclusive license to the Licensed Trademarks (as herein defined) and Licensor is willing to license the Licensed Trademarks to Licensee for use on the Goods (as herein defined), under the terms and conditions set forth in this Trade Dress License Agreement.

NOW, THEREFORE, in consideration of the mutual promises herein contained, and for other good and valuable consideration, receipt and sufficiency of which is hereby acknowledged by the parties, it is hereby agreed:

1. Grant of License:   
(a) Nonexclusive License.  Subject to the terms and conditions of this Agreement, Licensor hereby grants Licensee a limited, non-exclusive, royalty-bearing, non-transferable, non-sublicensable license to use those certain trademarks set forth on Exhibit A attached hereto (collectively, the “Licensed Trademarks”)  in connection with the manufacture, distribution, and/or sale of those products set forth on Exhibit B attached hereto (collectively, the “Goods”).  

(b) Reservation of Rights/Ownership.  For all purposes and at all times, Licensor shall be deemed to be the sole and exclusive owner of all right, title and interest in and to the Licensed Trademarks in all forms and embodiments thereof.  Licensee specifically acknowledges that the rights granted to Licensee pursuant to this Agreement shall not prevent or prohibit Licensor or any other licensee to commercialize or otherwise utilize (and retain all profits from) the Licensed Trademarks or any other intellectual property right of Licensor in any endeavor.

(c) Licensee May Not Register the Licensed Trademarks.  Licensee shall not directly or indirectly, register or cause to be registered, in any country or with any governmental authority, or use any trademark, trade name, service mark or other intellectual property right consisting of, related to, or similar to the Licensed Trademarks or any other intellectual property right of Licensor.

(d) No Challenge to Licensor’s Ownership of the Licensed Trademarks.  During the term of this Agreement and thereafter, Licensee shall not, directly or indirectly (i) challenge the validity of Licensor’s ownership of, or the right to license the Licensed Trademarks or any registration or application for registration thereof; (ii) contest the fact that Licensee’s rights under this Agreement are solely those of a licensee and terminate upon termination or expiration of this Agreement; and (iii) represent that Licensee has any right or title to the ownership, registration or use of the Licensed Trademarks in any manner, except as set forth in this Agreement.

(e) No Assignment Or Sublicensing. Licensee shall not assign its rights or obligations under this Agreement or otherwise with respect of the Licensed Trademarks in whole or in part, or enter into any sublicense agreement with respect to the Licensed Trademarks, to or with any third party without the express written consent of Licensor, which consent may be granted or withheld in the sole discretion of Licensor.  Any non-permitted assignment or sublicensing shall be void and shall cause this Agreement to immediately terminate, any other provision concerning notice and opportunity to cure notwithstanding.



(f)
Use Of Licensed Trademarks.   Licensee agrees to comply with any reasonable requirements established by Licensor concerning the style, design, display and use of the Licensed Trademarks; to correctly use the trademark symbol TM or registration symbol (R) with every use of the Licensed Trademarks, to use the registration symbol (R) upon receiving notice of registration of the Licensed Trademarks from Licensor, and to submit in advance of its use samples of Goods bearing the Licensed Trademarks and all related advertising copy, labels, stickers or packaging to Licensor for written approval as set forth in Section 4 below whenever such materials are changed in a manner from those originally approved by Licensor in writing.  Licensee agrees not to use the Licensed Trademarks with any other trademark, service mark, trade name, logo, symbol or device in combination with the Licensed Trademarks without Licensor’s prior written consent.  Licensee agrees that all use of the Licensed Trademarks by Licensee, including all goodwill associated with such use, shall inure to the benefit of Licensor.  

(g)
Sales to Licensor.  Licensee agrees to sell to Licensor the Goods in such quantities as Licensor may reasonably request. All sales by Licensee to Licensor of Goods shall be on terms at least as favorable as the most favorable terms given by Licensee to any of its customers such that the Licensor can purchase the Goods from the Licensee at a price never to exceed the lowest price offered to any other customer of the Licensee and on such other terms that are as favorable as the most favorable terms given to any other customers of the Licensee.  Royalties shall be due Licensor for all purchases by Licensor of Goods from Licensee.  

(h)
No Altering of Licensed Trademarks.  Licensee agrees that it will not alter, modify, dilute or otherwise misuse the Licensed Trademarks being licensed hereunder, or bring it into disrepute.  
2. Terms of Payment:  
(a) Rate.  Licensee acknowledges that it has previously delivered a fifty dollar ($50.00) application fee to Licensor, of which Licensor acknowledges receipt.  Upon execution of this Agreement, Licensee shall pay to Licensor a one-time fee in the amount of two hundred dollars ($200.00).  In addition, for each month during the term of this Agreement, Licensee shall pay Licensor as a royalty (the “Royalty”), an amount equal to ________ (__%) of the net sales price (as defined herein) of all Goods sold by Licensee to any third party (including any affiliates of Licensee), or which is sold by any third party who has an agreement with Licensee to sell such Goods.  Net sales price means the gross sales price of the Goods less taxes, insurance, and shipping costs.  The Royalty shall be paid by Licensee to Licensor within ten (10) days of the end of the month in which any Goods were sold to any third party.  Any late payment shall bear interest at the rate of eighteen percent (18%) per annum, or if the maximum rate allowed by law is lower, at such maximum rate (the “Interest”).
(b) Periodic Statements.   Promptly on or before the 10th day of each calendar month, Licensee shall furnish to Licensor complete statements for the prior month certified to be accurate by an officer of Licensee, showing the type and number of Goods sold during the preceding calendar month and how the Royalty on the same was calculated.  Receipt or acceptance by Licensor of any statement or payment shall not preclude or prevent Licensor from subsequently challenging the validity or accuracy of the statement or payment.
(c) Records.   Licensee agrees to keep and maintain accurate books of account and records covering all transactions relating to the license hereby granted, including the manufacturing, distribution and sale of the Goods under the Licensed Trademarks.  Such records shall, at a minimum, contain all necessary information for the Royalty to be calculated and verified.  The books of account and records shall be kept and maintained by Licensee for at least three (3) years after the expiration or termination of this Agreement.  
(d) Licensor’s Right to Audit,  Review and Inspection.   Licensor shall have a right to request and conduct, on an annual basis, an audit of all the Goods sold and the calculation of the Royalty payments made or due.  Licensor shall have free and full access to such records of Licensee during normal business hours and with at least five (5) business days prior notice for these purposes and for the purposes of making extracts therefrom and Licensor agrees to keep all such information confidential and not directly or indirectly use the same except in connection with this Agreement or disseminate the same to any third party.  Licensee shall make all such records available to Licensor at its principal office address, or at such other place as may be mutually agreed upon.  Should the results of the inspection conducted herein reveal that there are sums due Licensee to Licensor, Licensee shall pay the same to Licensor, with Interest, within five (5) business days of written demand. Should the results of the same show an overpayment by Licensee to Licensor, Licensor shall refund the same to Licensee within five (5) business days of written demand.
(e) Performance Audit. Licensor shall have the right to conduct a performance review of Licensee’s performance of its obligations under this Agreement once a year.  Licensee agrees, once a year upon request, to submit to Licensor and to permit Licensor or its duly authorized representative the right to inspect the Goods, containers, packages, and Materials offered pursuant to this Agreement for compliance.
3.
Indemnification:
(a) Licensee hereby agrees to indemnify and hold harmless Licensor and each of Licensor’s officers, directors, members, employees, advisors, representatives, counsel and agents (each, including Licensor, an “Indemnified Person”) from and against any and all losses, claims, damages and liabilities to which any Indemnified Person may become subject (i) arising out of or based upon the distribution or sale of any of the Goods or the use of the Goods or Materials (as defined herein) under the Licensed Trademarks, or (ii) arising in any manner out of, related to, or in connection with the transactions contemplated by this Agreement and shall reimburse each Indemnified Person promptly for any legal or other expenses incurred by it in connection with investigating, preparing to defend or defending, or providing evidence in or preparing to serve or serving as a witness with respect to, any lawsuits, investigations, claims or other proceedings arising in any manner out of or in connection with any of the matters as set forth above (including, without limitation, in connection with the enforcement of the indemnification obligations set forth herein).
(b) Licensee further agree that it will not, without Licensor’s prior written consent, which consent will not be unreasonably withheld, enter into any settlement of a lawsuit, claim or other proceeding arising out of any of the matters set forth in Section 3(a).



(c)
In case any action or proceeding shall be instituted involving any Indemnified Person for which indemnification is to be sought hereunder by such Indemnified Person, then such Indemnified Person shall promptly notify the Licensee of the commencement of any action or proceeding; provided, however, that the failure so to notify the Licensee shall not relieve the Licensee from any liability that it may have to such Indemnified Person pursuant to this Section 3 or from any liability that they may have to such Indemnified Person other than pursuant to this Section 3.

4.
Quality Control:   The parties acknowledge that Licensor shall retain quality control over the Goods with regard to the Licensed Trademarks.  To that end, simultaneous with development and creation, and up to four times per calendar year thereafter, as requested by Licensor, Licensee agrees to send samples of the Goods along with the packaging, advertising and promotional materials bearing or sold under the Licensed Trademarks (collectively, the “Materials”) and any other documents which may permit Licensor to determine whether the Materials and services and trademark uses meet the standards, specifications and directions set forth in this Agreement.  Licensor shall review and approve or disapprove the form of the materials bearing the Licensed Trademarks, in writing, within fifteen (15) days of receipt thereof. If Licensor fails to disapprove of the same within the fifteen (15) day period, the same shall be deemed approved.  Licensee shall not change any approved advertising or promotional materials without the prior written consent of Licensor.  In addition, upon Licensee’s receipt of written notification from Licensor that Licensor believes in good faith that the standard of quality required under this Section 4 has not been maintained, Licensee shall promptly take reasonable steps to correct any defects in the quality of the Goods that have been identified by Licensor.


5.
Term of License.  The term of this License shall commence on the date of this Agreement and shall continue until the fifth anniversary date of this Agreement, unless sooner terminated in accordance with the provisions hereof.  Licensor may also terminate this Agreement, upon the giving of ten (10) days written notice for a monetary default, and thirty (30) days written notice for a non-monetary default, should Licensee (i) fail to pay the Royalties required under Section 2(a) herein; or (ii) fail to manufacture, distribute and/or sell the Goods under the Licensed Trademarks for a consecutive period of twelve (12) months; or (iii) be declared in default of any other term or provision of this Agreement; or (iv) become insolvent, make an assignment for the benefit of creditors or has a petition in bankruptcy filed for or against it. Licensee shall have the ability to cure the matters set forth in this Section 5 during the aforesaid notice period.  Upon termination or expiration of this Agreement, all rights granted herein shall revert to Licensor and Licensee shall be precluded from making any claim to such rights.  Upon termination or expiration of this Agreement, Licensee shall cease all use of the Licensed Trademarks.  Specifically, Licensee shall cease selling the Goods bearing the Licensed Trade Dress and shall cease producing any Materials featuring the Licensed Trademarks, as more specifically provided in Section 9 herein.
6.
Relationship of Parties:  The parties agree that their relationship under this Agreement is strictly that of licensor and licensee.  Neither party shall have any right to make any commitment of any kind for or on behalf of the other party under this Agreement without the prior written consent of the other party.  Nothing in this Agreement shall create or be interpreted in any way as a joint venture, partnership or formal business organization of any kind.
7.
Goodwill:   Licensee recognizes the great value and publicity and goodwill associated with the Licensed Trademarks and acknowledges that such goodwill belongs exclusively to Licensor.

8.
Licensee’s Duties Regarding Infringement:  Licensee will immediately notify Licensor in writing of any infringement, or suspected infringement of, or claim of infringement of the Licensed Trademarks, or any action constituting passing off, or any claim for passing off against the Licensed Trademarks, of which Licensee becomes aware.  Licensee shall not institute any legal action with respect to any infringement or suspected infringement of, or claim of infringement of the Licensed Trademarks, but will, if requested by Licensor, lend all necessary assistance in any legal action Licensor may institute against any person or entity infringing or passing off as described herein, or suspected of doing so, or any legal action Licensor may defend as described herein and Licensor shall pay to Licensee its out-of-pocket expenses incurred in connection with providing such assistance.  Licensor shall, at all times, have full control of any such proceedings.

9.
Licensee’s Duties Upon Termination: Upon termination or expiration of this Agreement, Licensee agrees to immediately discontinue (i) the manufacture, distribution and sale of all Goods bearing the Licensed Trademarks, and (ii) the use or display of the Licensed Trademarks, including in connection with the Goods or Materials.  Such disposition shall be subject to the terms of this Agreement including, but not limited to, those requiring reports of sales and payment of Royalties and the obligation to maintain insurance and to indemnify Licensor. Notwithstanding the generality of the foregoing, Licensee agrees to destroy all unsold packaging, marketing materials (and Goods if a Licensed Trademark is affixed to the Goods and cannot be removed) bearing the Licensed Trademarks and to report to Licensor the number of each destroyed. Notwithstanding the foregoing provisions, Licensor may grant Licensee the right to dispose of its stock after termination of this Agreement for a period not to exceed three (3) months from the date of termination, subject to the condition that Licensee (x) pays to Licensor all Royalties accrued during such period, and (y) delivers to Licensor a report of sales for such period, and (z) provides Licensor with an inventory of unsold Goods bearing the Licensed Trademarks remaining at the time of termination and allows Licensor at its option to conduct a physical inventory to verify such a statement.


10.
Insurance:  Licensee shall maintain in effect sufficient amounts of insurance for both bodily injury and property damage liability which policies are “occurrence-based” and commercially reasonable, including in terms of scope, coverage, and limits. Such coverage shall be provided with respect to all claims for damages arising out of the manufacture, distribution or sale or use of the Goods under the Licensed Trademarks, regardless of when such claims are made or when the underlying injuries occur or manifest themselves. Policies maintained by Licensee shall name Licensor an additional insured and provide that notice shall be given to Licensor at least thirty (30) days prior to cancellation or material reduction in the form of such policies. Copies of certificates as evidence of said insurance shall be delivered by Licensee to Licensor upon Licensor’s request.

11.
Choice of Law:  This Agreement shall be interpreted under the laws of the Commonwealth of Virginia, without respect to its conflicts of laws purposes.
12.
Venue:  The exclusive venue for any dispute arising between the parties under this Agreement shall lie exclusively in the state and federal courts located in the City of Roanoke, Virginia and the parties hereby consent to the exclusive jurisdiction and venue of such courts.
13.
No Waiver:   The waiver by either party of a breach of a provision of this Agreement shall not operate or be construed to invalidate the balance of the provisions contained in this Agreement, which shall continue to remain in effect.
14.
Severability:   The finding by any court of competent jurisdiction that a provision of this Agreement is invalid shall not operate or be construed to invalidate the balance of the provisions contained in this Agreement, which provisions shall continue to remain in full force and effect.

15.
Entire Agreement:   This Agreement, the documents referred to herein, and the attachments hereto, if any, constitute the entire, full and complete agreement between Licensor and Licensee concerning the subject matter hereof, and supersede all prior agreements.  No representations, inducements, promises, or agreements, oral or otherwise, not embodied in this Agreement or attached hereto were made by either party, and none shall be of any force or effect with reference to this Agreement or otherwise.  Except as otherwise provided in this Agreement, no amendment, change or variance from this Agreement shall be binding on either party unless mutually agreed to by the parties and executed by their authorized officers or agents in writing.  
16.
Notices:   Except as otherwise provided in this Agreement, all notices, demands, requests, consents, approvals and other communications (collectively “Notices”), required or permitted to be given hereunder, or which are to be given with respect to this Agreement, shall be in writing and personally delivered, or by a recognized overnight courier service, facsimile transmission, or by registered or certified mail, postage prepaid, return receipt requested, addressed to the party to be so notified as follows:
If to the Licensee: 
_____________________
_____________________
_____________________

Attention:  ____________
If to Licensor, to:

Virginia Museum of Transportation, Inc.

303 Norfolk Ave SW

Roanoke, Virginia 24016

Attention:  Executive Director

Facsimile:  540-342-6898

Notices shall be deemed received on the date of delivery if personally delivered, one (1) business day after sending if sent by facsimile or overnight courier service, or five (5) business days after sending if sent by registered or certified mail.


17.
Headings: The section and other headings contained herein are for convenience of reference only, and are not intended to define, limit or describe the scope or intent of any provision of this Agreement.


18.
 Counterparts:  This Agreement may be executed in two or more counterparts and by facsimile or electronic transmission, each of which shall be deemed an original, but all of which together shall constitute one and the same instrument.
19.
Confidentiality:  Except as and to the extent required by law, or as provided by written consent of the non-disclosing Party, this Agreement, all negotiations and discussions relating thereto, and any proprietary and confidential information disclosed during such negotiations and discussions, shall remain confidential and may not be disclosed by any party.  If a party is required by law to make a disclosure, it must first promptly (upon request or demand for the information by a third party and if permitted by law) provide to the other party (i) the content of the proposed disclosure, (ii) the reasons that such disclosure is required, and (iii) the time and place that the disclosure will be made.  The disclosing party will cooperate with all lawful efforts by the non-disclosing Party to prevent such disclosure.


20.
Limitation of Damages.  Licensee specifically agrees that the total liability of Licensor to Licensee under this Agreement will not exceed the amount equal to the Royalties paid to Licensor during the twelve (12) month period immediately preceding the occurrence date of the event giving rise to such liability.  Further, in no event shall either party be responsible or liable to the other party for indirect, incidental, consequential, exemplary or punitive losses or damages suffered by such party.

IN WITNESS WHEREOF, the parties have caused this Agreement to be duly executed as of the day and year first written above.
Licensee:





Licensor:
[Insert name of licensee]
VIRGINIA MUSEUM OF TRANSPORTATION, INC. 
By

By

Name:

Name:
Title:

Title:
{#1865273-1, 093809-00005-01}
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